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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clains 1 and 2, which
constitute all the clains in the application. A first
anendnent after final rejection was filed on July 26, 1995,
and a second anendnment after final rejection was filed on
Septenber 1, 1995. Both anmendnents were denied entry by the

exam ner .
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The di scl osed invention pertains to an optoel ectronic
CCD |li ne scanner canera which provides a | oss-free arrangenent
for | engthening scan |ines and avoi ding optical and
diffraction effects with the aid of a special beamsplitter
and a nunber of linear CCD detector arrays.

Representative claim1l is reproduced as foll ows:

1. Aloss-free arrangenent for |engthening scan |ines
and avoi di ng secondary optical and diffraction effects in a
single optoel ectronic canmera with the aid of a special beam
splitter and a nunber of |inear CCD detector arrays, wherein

a single optics lens system (O of the optoel ectronic

canera is followed by an optical beamsplitter (ST), including
alternatingly transparent segments (ST,, ST,, ...) wth
substantially conplete transm ssion and reflective segnents
(ST,
ST,, ...) with substantially conplete reflection segnents (ST,-
ST,,...), the transparent segnments and the reflective segnents
being interleaved via internediate transition zones providing
a gradual change fromfull reflection to full transm ssion

fromthe nunber of |inear CCD detector arrays (CCD,
CCb,, CCh, CCD,, ...), two long line nodules (M, M) are
formed, so that in each long line nodule, free interstices
(FR) between the linear CCD detector arrays are shorter than
the length of a light-sensitive segnment of one |inear CCD
detector array;

two long line nodules (M, M) each are disposed, one
following the beamsplitter (ST), below its transparent
segnents, (ST,, ST,, ...), and the other one laterally of this
beam splitter (ST) next to its reflective segnents (ST, ST,
I
such that the centers of the linear CCD detector arrays (CCD,
CCD,, ...) of the one long |line nodule (M) coincide with the
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centers of the free interstices (FR) of the other long line
nodule (M), and the lengths of the free interstices (FR) in
each long line nmodule (M, M) are selected to be so short that
for the optoelectronic camera, a radionetrically largely | oss-
free signal is assured,

on the one hand by neans of substantially |oss-free
signals fromthe central segnment of a |inear CCD detector
array behind the conpletely transparent, or respectively
behind the conpletely reflective, segnment of the beamsplitter
(ST), and

on the other hand by neans of electronic summtion of
signals from adjacent |inear CCD detector arrays (CCD, CCD,, ;
CCDh,, CCDh,; CCDh,, CCD,; ...) in coinciding segnents,
corresponding to the transition zones (UB, UB, UB, UB, ...),
between the long line nodules (M, M).

The exam ner relies on the follow ng references:

Coal e 3,571, 489 Mar. 16, 1971
Mller et al. (Mller) 5, 155, 623 Cct. 13, 1992
Suganuma et al. (Suganunm) 5, 220, 626 June 15, 1993

Claim1l stands rejected under 35 U.S.C. § 112, second
par agraph, as failing to particularly point out and distinctly
claimthe invention. Cains 1 and 2 stand rejected under 35
U S.C 8§ 103. As evidence of obviousness the exam ner offers
Suganuma in view of MIler and Coal e.

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

CPI NI ON
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We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the obviousness rejection. W have, |ikew se, reviewed
and taken into consideration, in reaching our decision, the
appel lant’ s argunents set forth in the briefs along with the
exam ner’s rationale in support of the rejections and
argunents in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that claim1l conplies with the requirenents of the
second paragraph of 35 U S.C. 8 112. W are also of the view
that the evidence relied upon and the level of skill in the
particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclainms 1 and 2. Accordingly, we reverse.

We consider first the rejection of claim1l under the
second paragraph of 35 U S.C. 8 112. The rejection states,

There is no antecedent basis for “the

conpletely transparent” and “the conpletely
reflective” segnents of the beamsplitter
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[ answer, page 3]
The exam ner notes that the use of the term“conpletely” in
lines 34 and 35 of claiml is contradictory to the use in
lines 9 and 10 where the phrase “substantially conplete” is
used to refer to these beamsplitter segnents [id., page 5].
Appel I ant responds that those skilled in the art would suffer
absolutely no claimconfusion fromthis claimlanguage [reply
brief, pages 2-3]. A claimnust set out and
circunscribe a particular area wwth a reasonabl e degree of
precision and particularity when read in |light of the

di sclosure as it would be by the artisan. 1n re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971); In re Johnson

558 F.2d 1008, 194 USPQ 187 (CCPA 1977). Acceptability of the
cl ai m | anguage depends on whet her one of ordinary skill in the
art woul d understand what is claimed in |ight of the

specification. Seattle Box Co., v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr

1984) .

' Al other rejections of clains 1 and 2 under the second
paragraph of 35 U . S.C. 8§ 112 have been w thdrawn by the
exam ner in the answer.
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Since “the conpletely transparent” and “the conpletely
reflective” segnments in lines 34 and 35 of claim1l can only be
referring to the transparent and reflective segnents recited
earlier in claiml1l as part of the optical beamsplitter, we
agree with appellant that the artisan could not possibly fai
to understand the scope of the clainmed invention. The
i ndefiniteness noted by the exam ner is at nost a technical
i nconsi stency which does not affect an artisan’s ability to
determ ne the scope of the claim Therefore, we do not
sustain the examner’s rejection of claiml1l under 35 U S.C. §
112.

We now consider the rejection of clains 1 and 2 under
35 US.C. 8§ 103. In rejecting clains under 35 U S.C. § 103,
it is incunmbent upon the exam ner to establish a factual basis
to support the | egal conclusion of obviousness. See In re

Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Gr

1988). In so doing, the examner is expected to make the

factual determ nations set forth in G ahamv. John Deere Co.

383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to combi ne
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prior art references to arrive at the clained invention. Such
reason nust stem from sone teaching, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ@2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G|,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S.

1017 (1986); ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USP2d 1443, 1444 (Fed. Cir. 1992). |If that burden is net,
the burden then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whol e and the

rel ati ve persuasi veness of the argunments. See Id.; Inre

Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

7



Appeal No. 1997-2990
Appl i cation 08/260, 318

USPQ 143, 147 (CCPA 1976). Only those argunents actually made
by appel | ant have been considered in this decision. Argunents
whi ch appel l ant coul d have made but chose not to make in the
bri ef have not been considered [see 37 CFR § 1.192(a)].

This rejection is set forth by the exam ner on pages
5-12 of the Final Rejection which is incorporated into the
exam ner’s answer. Sinply stated, the exam ner finds that the
conbi ned teachi ngs of Suganuma and M Il er teach all the
features of the clainmed invention except for the provision in
the beam splitter of transition zones which gradually change
fromfull reflection to full transm ssion. The exam ner
indicates that this provision is well known to reduce the
effects of diffraction, and the exam ner cites Coal e as
evi dence of this assertion.

After discussing the individual teachings of each of
the references, appellant argues that there is no suggestion
within these references that they should be conbined in the
manner proposed by the exam ner. Specifically, appellant
notes that neither Suganuma nor M|l er even nmentions
diffraction, and appellant argues that there is no notivation
to apply the diffraction grating teachings of Coale to
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Suganuma or MIler. Appellant asserts that the electronic
circuitry of Suganuma al ready corrects for diffraction effects
so that there would be no need to consider Coal e s teachings
on diffraction. Finally, appellant argues that the
diffraction grating of Coale solves the diffraction problem
differently fromthe clained invention and woul d not work when
applied to the Suganuma beam splitter [brief, pages 16-27].

The exam ner responds that even though Suganuna does
not nmention diffraction as a problem the artisan would have
recogni zed that Suganuma suffers diffraction effects which
must be corrected. The examner finds, therefore, that the
artisan would be notivated to apply Coale’ s graded transition
zones to Suganuma’s mrrors in order to reduce the effects of
diffraction.

Appel I ant responds agai n that Suganuna indi cates no
problemw th diffraction and already corrects for the effects
of diffraction. Appellant also responds that the diffraction
grating of Coal e does not produce diffraction like the single
edge of Suganuma and woul d have no use in Suganuma. Finally,
appel  ant sunmari zes why the artisan would not be notivated to
conbi ne the applied references in the manner proposed by the
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exam ner [reply brief].

After a careful consideration of this record, we agree
wi th appellant that there is no notivation to nodify the
applied prior art in the manner proposed by the exam ner. The
exam ner’s finding that the artisan would find diffraction
probl enms in Suganuna where none are disclosed is specul ative
at best and is not supported by the evidence. More
inmportantly, the examner’s finding that the diffraction
grating of Coale would be an effective solution to the
diffraction “problent of Suganuma is al so pure specul ati on and
is also not supported by the evidence. W agree with
appel l ant that the el ectronic conpensation provided in
Suganuma coul d correct for any diffraction effects in Suganuma
and, therefore, there would be no notivation to consider the
teachi ngs of Coale. Therefore, we do not sustain the

examner’s rejection of claims 1 and 2 under 35 U. S.C. § 103.
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In sunmary, we have not sustained either of the
examner’s rejections of the clainms on appeal. Accordingly,

the decision of the examner rejecting clains 1 and 2 is

rever sed. REVERSED
)
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JERRY SM TH )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
STUART S. LEVY )
Adm ni strative Patent Judge )
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BROVWBY AND NEI MARK
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